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DETAILED ACTION 

Claim 16 is withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 10/28/2005. 

Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) 
or under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied 
with one or more conditions for receiving the benefit of an earlier filing date under 35 
U.S.C. [1] as follows: Applicant filed application on 4/10/2004, failing to file within the 12 
month copendency of the provisional application filed on 4/8/2003. . 

Claim Objections 

Claims 10 and 13 are objected to because of the following informalities: 
Claim 10 is dependent upon itself. Examiner evaluated as if dependent upon 
claim 9. 

Claim 1 3 is dependent upon claim 1 . Examiner believes Applicant meant for it to 
depend from claim 12, since the preamble matches that of claim 12. 
Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 6-8 are rejected under 35 U.S.C. 1 12, second paragraph, because 
"further comprises" in claim 6 implies there were additional structural element cited 
previously in addition to the "open-face groove" and as such there is not one-to-one 
correspondence between the claim limitations and the disclosed structure. Examiner 
recommends dropping "further", because the channel is the open faced groove, the 
open face groove is not an additional element. 

Claim Rejections ■ 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 2, 4, 6, and 9 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Chadwick et al. (WO 01/41668 A1). 

Regarding claims 1 , 2, and 4, Chadwick et al. disclose a multi-purpose dental 
tool (Fig. 1), including: a handle formed as an elongate shaft having an operative dental 



Application/Control Number: 1 0/821 ,693 Page 4 

Art Unit: 3732 

mirror first end; a measuring device comprising a channel (48) formed in the shaft, 
opening to the second end, and dimensioned to accommodate a root canal file (Fig. 2); 
and measuring lines (44) equally-spaced along the shaft proximate to the channel. 

Regarding claim 6, the channel is an open-faced groove extending into the 
second end of the shaft. 

Regarding claim 9, Figs. 6-7 show an embodiment where the channel is an 
internal cylindrical channel comprising a transparent window (126). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chadwick 
et al. in view of Petty et al. (U.S. 4,252,522). 

Chadwick et al. disclose the combination dental mirror and measuring gauge 
described earlier, but fail to explicitly state the incrementing of its measuring scale. It is 
well known in the art and a matter of common sense to increment such scales in 
millimeters and to mark major intervals at some larger increment, such as 5 mm, in 
order to improve visual approximation. Such is demonstrated by the combination dental 
mirror and measuring gauge disclosed by Petty et al (Fig. 2). It would have been 
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obvious to one of ordinary skill in the art at the time of the invention to increment the 
scale disclosed by Chadwick et al. in the same manner to optimize the visual indication 
of the device. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chadwick 
et al. in view of Frider et al. (U.S. 6,932,601). 

Chadwick et al. disclose the combination dental mirror (circular) and measuring 
gauge described earlier, but fail to disclose the specific mirror dimensions. Angled 
mirrors are well known equivalents to straight mirrors in the art and 22-24 mm describes 
the diameter of many standard dental mirrors. Frider et al. disclose a circular mirror 
between 0.85" and 1.15" diameter (22-29 mm) (column 5, lines 51-53) and between 135 
and 155 degrees (or 45 and 65 degrees) (column 4, line 13), which include the claimed 
dimensions of 22-24 mm and 45 degrees. Such dimensions are used by Frider et al. to 
provide a tool useful to the mouth of a patient. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to substitute an angled mirror at 
approximately 45 degrees for the straight mirror disclosed by Chadwick et al. and to 
construct the mirror between 22 and 24 mm, because such dimensions are standard in 
the art and provide a tool useful to the mouth of a patient. 

Claims 7, 12, 13, and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chadwick et al. in view of Forrest et al. (U.S. 3,91 1 ,587). 
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Chadwick et al. disclose the combination dental mirror and measuring gauge 
described earlier, but fail to explicitly state the length of the measuring groove. Forrest 
et al. disclose a device for setting depth penetration "covering the known range of root 
canal depths" (abstract) of root canal files, of which the maximum channel length is 30 
mm (column 2, line 6). Thus, Forrest et al. establishes that a length of approximately 30 
mm should be sufficient to accommodate most standard dental files or reamers, such as 
the one (50) shown by Chadwick. It would have been obvious to one of ordinary skill in 
the art at the time of the invention to construct the groove disclosed by Chadwick et al. 
to a predetermined length of 30 mm to allow for adequate measurement of the known 
range of root canal depths. 

Claims 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chadwick et al. in view of Johnsen et al. (U.S. 6,036,490) and Vice (U.S. 4,028,810). 

Chadwick et al. disclose the combination dental mirror and measuring gauge 
described earlier, with booth groove and internal cylindrical channel configurations, but 
fail to explicitly disclose the shape of the groove and dimensions of either the groove or 
channel. Vice discloses another system for measuring root canal files, in which the 
diameter of the standard measured file is disclosed to fall between 0.75 and 1 .0 mm. 
Because both devices are used to measure the same type of files it would be obvious to 
dimension the groove/channel to receive files between 0.75 and 1 .0 mm. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to construct 
the internal cylindrical channel disclosed by Chadwick et al. with a diameter of 
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approximately 1 .0 mm to accommodate for standard root canal files. Furthermore, 
Johnsen et al. disclose a measuring gauge comprising a semi-circular shaped groove, 
which is an inherent groove shape for receiving files of circular cross section. Thus, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
construct the groove disclosed by Chadwick et al. in a semi-circular configuration with a 
diameter of 1 .0 mm and a radius of 0.5 mm. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chadwick et al. in view of Berk et al. (U.S. 6,595,775). 

Chadwick et al. disclose the combination dental mirror and measuring gauge 
described earlier, but fail to disclose the materials of construction. It is well known in the 
art to form dental mirrors from stainless steel or plastic, as demonstrated by Berk et al. 
(column 4, lines 38-40), because they are resistant to corrosion and can be sterilized. It 
would have been obvious to one of ordinary skill at the time of the invention to form the 
device disclosed by Chadwick et al of either plastic or stainless steel, as taught by Berk 
et al. in order to provide a tool that can be easily sterilized. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chadwick et al. in view of Vice as applied to claims 8 and 10 above, and further in view 
of Forrest et al. 

Chadwick et al. disclose the combination dental mirror and measuring gauge 
described earlier and Vice discloses the standard dimensions of a root canal file, which 
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reason a groove to be 1 .0 mm wide and at least 0.5 mm deep. However, the 
combination fails to disclose the length of the measuring channel. Forrest et al., as 
described earlier, discloses an optimal 30 mm depth to allow for known root canal 
depths to be measured. It would have been obvious to one of ordinary skill in the art at 
the time of the invention to construct the length of the channel disclosed by Chadwick et 
al. to be 30 mm to accommodate for most standard dental files. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Kravitz (U.S. 4,976,615), Schaffner (U.S. 4,212,639), Loran (U.S. 3,388,473), 
Buchanan (U.S. 4,708,651), Zdarsky (U.S. 3,964,170), and Malmin (U.S. 3,855,705) are 
made of record. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Casey Donahoe whose telephone number is (571) 272- 
2812. The examiner can normally be reached on Monday - Thursday (7:30 - 5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Shaver can be reached on (571) 272 -4720. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Casey Donahoe 
Examiner 
Art Unit 3732 



**★ 




Ralph A. Lewis 
Examiner 



